.Brand TLD Designation Application for .DCLK
Internet Corporation for Assigned Names and Numbers (“ICANN”)
12025 Waterfront Drive, Suite 300
Los Angeles, California 90094
Attention: New gTLD Program Staff
RE: Application for .Brand TLD Designation
Charleston Road Registry Inc. (“Registry Operator”), in connection with the execution of
the Registry Agreement for the .DCLK TLD (the “Registry Agreement”), hereby applies for
the .DCLK TLD (Application ID: 1-1141-22713) to be qualified by ICANN as a .Brand TLD.
Registry Operator confirms and represents to ICANN that the TLD meets most of the
criteria for the TLD to be qualified as a .Brand TLD, as described in the .Brand TLD
Application Process and Specification 13 attached thereto, and that all supplemental
material accompanying this application is accurate and not misleading in any respect.
Registry Operator also represents that the trademark registration attached hereto as
Exhibit A and the registration policies attached hereto as Exhibit B are complete and
accurate copies of the official trademark registration and Registry Operator’s registration
policies for the TLD, respectively.
Registry Operator also submits detailed information, including particular evidence,
attached hereto as Exhibits C-D, supporting the TLD’s satisfaction of the .Brand TLD criteria
set forth below, and where the TLD does not satisfy the .Brand criteria, justification for the
TLD to nonetheless be qualified as a .Brand.
i. The TLD is Recognized as a Reference to the DOUBLECLICK Brand. The TLD
string DCLK is a commonly-used abbreviation of the well-known DOUBLECLICK
mark (the “DOUBLECLICK mark”), owned by Registry Operator’s Affiliate Google Inc.
(“Google”) and used by Google’s wholly-owned subsidiary DoubleClick. Accordingly,
in support of this application, Registry Operator submits a United States trademark
registration owned by Google for the DOUBLECLICK mark (Reg. No. 2,392,531) (See
Exhibit A.)
In support of the of the position that the TLD will be understood by Internet users to
be a reference to the DOUBLECLICK mark, Registry Operator submits that: (1)
Internet users already understand and use DCLK to refer to the source of the
services identified in the submitted trademark registration (See Exhibit C; 4 J.
Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 7:18 (4th ed.
2014) (“Americans are prone to abbreviate recognized trademarks and to use
nicknames. Such abbreviations and nicknames are just as entitled to legal
protection as the original full trademark.”); (2) Registry Operator intended the
DCLK TLD string to be an abbreviation for and represent the well-known

DOUBLECLICK mark and will brand websites at domains in the DCLK TLD with the
DOUBLECLICK mark, as demonstrated by the TLD’s Mission and Registration
Policies (See Exhibit B); and (3) because DCLK served as the historic NASDAQ Stock
Market ticker symbol for DoubleClick Inc., which is Google’s predecessor in interest
in the DOUBLECLICK mark and now a subsidiary of Google, it is still understood by a
large segment of the population to refer to DoubleClick and entitled to comparable
exclusivity and protection to the DOUBLECLICK mark, as established by several
UDRP panels, courts and the United States Securities and Exchange Commission.
E.g. Securities Act of 1933, Release No. 5005, issued September 17, 1969, 34
Fed.Reg. 15245, 17 C.F.R. 231.5005 (“A registrant’s [ticker] name may also be
misleading if it is the same or substantially the same as the name of another wellknown company. If it appears likely that the registrant’s name may be confused
with the name of another company, consideration should be given to changing the
name.”); Waterman-Bic Pen Corp. v. Beisinger Industries Corp., 321 F. Supp. 178,
180 (S.D.N.Y. 1970) (“[D]espite the sharp difference in the underlying product, the
use of ‘BIC’ as an exchange symbol by defendant does not reflect that distinction;
nor do defendant’s advertisements disassociate the stock from plaintiff
corporations. We find a real possibility that both the investor in defendant’s stock
and the purchaser of defendant’s products may assume, in an era of extreme
corporate diversification, that defendant is a part of plaintiff’s corporate
structure.”); Hindustan Petroleum Corporation Limited v. Neel Punatar, WIPO Case
No. D2004-0351 (August 15, 2004) (“Although there is no evidence of registration
of HINDPETRO it has clearly been used continuously and extensively as an
abbreviation for the Complainant and as its stock exchange representation. As such,
the reputation acquired through such use would be capable of protection as a
trademark at common law.”); Verizon Trademark Services v. Paulo c/o Paulo Kann,
WIPO Case No. D2010-0989 (August 9, 2010) (finding one of respondent’s domain
names confusingly similar to Verizon’s stock ticker VZ); Google Inc. v. Herit Shah,
WIPO Case No. D2009-0405 (May 15, 2009) (Noting as fact that “The Complainant
has used the name ‘GOOG’ as a NASDAQ financial stock ticker since 2004” and
transferring the GOOGBLOG.COM domain name.); and (4) there are no other
common or well-known uses of the “DCLK” term to confuse Internet users into
thinking the DCLK TLD will represent anything but DOUBLECLICK.
For all of the reasons discussed above, DCLK should be qualified as a .Brand TLD.
a. Trademark Clearinghouse Entry. Registry Operator’s Affiliate Google
owns and recorded the DOUBLECLICK mark including proof of use
with the Trademark Clearinghouse, and such proof of use was verified
by the Trademark Clearinghouse. A Signed Mark Data file (
was thereafter issued by the Trademark
Clearinghouse to Google for the DOUBLECLICK mark.
b. Trademark Ownership. As detailed in its new gTLD application for the
DCLK TLD, the statements and representations of which were expressly
warranted as true and accurate by Registry Operator by submitting its

application under the Top-Level Domain Application Terms and Conditions,
Registry Operator is a wholly-owned subsidiary of Google. Under the
Registry Agreement, “Affiliate” means a person or entity that, directly or
indirectly, through one or more intermediaries, or in combination with one
or more other persons or entities, controls, is controlled by, or is under
common control with, the person or entity specified, and (ii) “control”
(including the terms “controlled by” and “under common control with”)
means the possession, directly or indirectly, of the power to direct or cause
the direction of the management or policies of a person or entity, whether
through the ownership of securities, as trustee or executor, by serving as an
employee or a member of a board of directors or equivalent governing body,
by contract, by credit arrangement or otherwise. As the owner of all shares
of Registry Operator, Google has the power to directly control the Registry
Operator. Google is thus an Affiliate of Registry Operator, and is the owner of
the United States trademark registration for the DOUBLECLICK mark.
c. Registration Timing. The trademark registration for the DOUBLECLICK
mark was issued on October 10, 2000 (See Exhibit A). DoubleClick traded
under the stock ticker DCLK from 1998 until its acqusition by Google in late
2007. Both of these bona fide events were completely unrelated to the new
gTLD application program and occurred well before ICANN opened its new
gTLD application window on January 12, 2012 and the Registry Operator
submitted its TLD registry application.
d. Continuous Trademark Use. Registry Operator’s Affiliate Google and its
predecessors in interest have continuously used the DOUBLECLICK mark
in connection with all of the services identified in the submitted trademark
registration since at least as early as 1998, and Google and its subsidiary
DoubleClick intend to maintain use of the through the Term of the Registry
Agreement. Specimens showing Google’s use of the DOUBLECLICK mark for
the services identified in the submitted trademark registration are attached
hereto as Exhibit D.
e. No Punctuation. The DOUBLECLICK and DCLK marks do not begin with a
period or dot. See Exhibits A, C, D.
f. Trademark Unrelated To Registry Services. Registry Operator’s
Affiliate Google and its predecessors in interest have continuously used the
DOUBLECLICK mark in connection with all of the services identified in the
submitted trademark registration since at least as early as 1998, and Google
and its subsidiary DoubleClick intend to maintain such use through the
Term of the Registry Agreement. See Exhibits A, D. The services identified
in the submitted trademark registration and supporting specimens do not
reference the provision of any TLD Registry Service, as defined in Section 2.1
of Specification 6 of the Registry Agreement.

ii. Registrants and DNS Record Control. As detailed in its Registration Policies
(See Exhibit B), only Registry Operator, its Affiliates or Trademark Licensees are
eligible to be registrants of domain names in the TLD and control the DNS records
associated with domain-names at any level in the TLD.
iii. Non-Generic String. The applied-for TLD DCLK is not a Generic String TLD as
defined in Specification 11 of the Registry Agreement. As defined in Section 3(c)
of Specification 11 of the Registry Agreement, “Generic String” means a string
consisting of a word or term that denominates or describes a general class of
goods, services, groups, organizations or things, as opposed to distinguishing a
specific brand of goods, services, groups, organizations or things from those of
others. Neither “DOUBLECLICK” nor its appreviation “DCLK” is a general class of
goods or services, rather each is a reference to a specific brand of goods or services
offered by Google. At the United States Patent & Trademark Office, Trademark
Examining Attorneys substantively analyze trademark applications to determine
if they are unregistrable for being generic in relation to the applied-for goods and
services under Sections 2(e) and 23 of the Trademark Act. See Trademark Manual
of Examining Procedure (TMEP) §§1209.01-.02 . Registry Operator’s Affiliate,
Google, holds a presumptively valid United States trademark registration (Reg. No.
2, 392,531) for the DOUBLECLICK mark, meaning that it is the opinion of the United
States Patent and Trademark Office that the word DOUBLECLICK is not generic, and
that it distinguishes a specific brand of services from the services of others. Indeed,
no court of law has ever held that DOUBLECLICK or DCLK is a generic term for any
class of goods or services.
iv. Registration Certificate. Registry Operator has provided ICANN with an accurate
and complete copy of a United States trademark registration (Reg. No. 2, 392,531)
for the DOUBLECLICK mark. See Exhibit A.
For all of the reasons stated above, Internet users will understand the DCLK TLD string as a
source identifier to refer to Google’s subsidiary DoubleClick, and thus ICANN should qualify
the .DCLK TLD as a .Brand TLD.
Registry Operator agrees that if Registry Operator makes any changes to its registration
policies for the TLD (whether before or after this application has been approved) that
may disqualify the TLD as a .Brand TLD, it will promptly provide ICANN with a complete
and accurate copy of the revised registration policies. In addition, if Registry Operator
fails to maintain the trademark registration underlying its .Brand TLD application, it
shall promptly notify ICANN of such failure. Registry Operator also agrees to maintain
the criteria required to qualify as a .Brand TLD and to immediately notify ICANN of any
changes in circumstances that could alter the statements made, and supporting materials
provide with, this application.
Registry Operator acknowledges and agrees that this letter is binding on Registry Operator
and, if any of the foregoing representations and agreements becomes untrue or not
complied with, it shall be deemed a breach of the Registry Agreement by Registry Operator,

and ICANN may assert its rights under the Registry Agreement, including by determining
that the TLD no longer qualifies as a .Brand TLD pursuant to the terms of Specification 13.
Questions about this request should be directed to
Submitted by:
Position:
Dated:
Email:

.
Senior Policy Analyst
June 9, 2014

Exhibit A
Trademark Registration

Exhibit B
.DCLK TLD Registration Polices
Mission
The mission of the proposed gTLD is to provide a dedicated Internet space in which Google
can continue to innovate on its subsidiary DoubleClick’s offerings and enact secondlevel domains that relate to the management of digital media via DoubleClick services.
DoubleClick is an advertising management and advertiser-serving solution provider.
The proposed gTLD will enhance consumer choice by expanding second-level domain
namespace and providing a specialized environment for users of DoubleClick. The gTLD
will also enhance Google’s DoubleClick brand and will signal the kind of content available in
the domain.
In addition, the .DCLK gTLD will clearly be differentiated from other gTLDs due to its
purposefully limited scope. This differentiation includes:
(1) A clear indicator that second-level domains within the gTLD offer a particular,
targeted content; and
(2) The ability for Registry Operator’s Affiliates to affix Google’s well-known
DOUBLECLICK brand to second-level domains, which will result in Internet users
immediately knowing the source of the gTLD.
Registration Policies
Registry Operator believes that the .DCLK gTLD will best add value to the gTLD space by
remaining completely closed for the sole use of Google. Second-level domain names within
the proposed gTLD are intended for registration and use by Registry Operator, its affiliates
and trademark licensees. Domain names under the new gTLD will not be available to the
general public for purchase, sale, or registration.
Google’s existing business and marketing decision-making channels will define policies and
manage decisions, in accordance with the technical specifications in Registry Operator’s
agreement with ICANN, regarding the registration and use of domain names. Once a name
has been reviewed and deemed in compliance with internal rules and procedures, the
name will be approved by the Registry Operator and submitted for registration through
an ICANN-accredited registrar. The registration and use of domain names in the gTLD will
also be shaped by Registry Operator’s:
(1) Abuse prevention policy (available at http://www.google.com/registry/policies/
domainabuse/); and
(2) Privacy policy (available at http://www.google.com/registry/privacy.html).

If multiple parties affiliated with the Registry Operators express an interest in registering
the same domain name, the designated personnel will make the decision regarding which
party’s registration and use of the domain name is a higher business priority.

Exhibit C
Evidence of Interchanging Use of DOUBLECLICK with DCLK
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Google’s Testimony Later Today on DCLK Acquisition: Advertising As
Information
by Rafat Ali
SEP. 27, 2007 - 1:03 PM PDT
A

A

S U M M A R Y : As we mentioned last night, Google (NSDQ: GOOG) will testify later today (starts 2 PM EST)

before the Senate Judiciary Committee on Capitol…

As we mentioned last night, Google (NSDQ: GOOG) will testify later today (starts 2 PM EST) before the
Senate Judiciary Committee on Capitol Hill about its acquisition of DoubleClick. So will Microsoft (NSDQ:
MSFT), opposing it.
Google has posted its prepared testimony (PDF link), to be delivered by David Drummond, its SVP for
Corporate Development and Chief Legal Officer. In it, it argues about the relevancy of its ad technologies
and how that helps the consumer: “Advertising is information, and relevant advertising is information that is
useful to consumers…we strive to deliver the ads that are the most relevant to our users, not just the ones
that generate the most revenue for us.”
And then, the argument that Google and DoubleClick are not in competition: “DoubleClick does not buy ads,
sell ads, or buy or sell ad space. All it does is provide the technology to enable advertisers and publishers to
deliver ads once they have come to terms, and provide advertisers and publishers statistics relating to the
ads.” The the argument that we also mentioned earlier: “DoubleClick is to Google what FedEx or UPS is to
Amazon.com (NSDQ: AMZN). Our current business involves primarily the selling of text-based ads
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What is Google DCLK Bid Manager

Application Management
Roles and Responsibilities

Google bought Invite Media in 2010, and as part of that process began to
integrate it into Google’s stack so that advertisers could (for example) bid
seamlessly across Google/Doubleclick display advertising products.

ITIL Service Level Agreement
Structure

Part of this involved a rebranding from Invite Media to ‘DCLK Bid
Manager’.

Client Testimonials

So, at a high level it is a Demand Side Platform just like Invite Media was.
That means that it helps advertisers decide, in real time, what they need to bid for individual ad
impressions that end-users are requesting across the web.

Event Management Goal and
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If you think about it, it’s truly astonishing technology – everywhere across the web, users are seeing
pages that contain ads, and DCLK Bid Manager is looking at many of those users and deciding
what it should bid in order to maximize its advertisers click, impression or revenue goals.
But that’s happening all over the web, in real time – millions of millions of times every second all
across the world.
More Resources on What is Google DCLK Bid Manager:
http://www.efrontier.com/
Read more about What is Google DCLK Bid Manager:
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Editor&Publisher interviews Sergey Brin via email, and while his responses have clearly been given a once-over by
Google’s professional PR staff, this response struck me as a bad omen for the DoubleClicks of the world:

2. Many newspapers are publishing display ads on the Web, with photos and graphics. Will AdSense evolve beyond textbased advertising? Or is text the best medium for these types of ads?
SB: At this point, text ads are the best solution for our users, advertisers and partners. However, online advertising, especially contextual
advertising, is evolving rapidly. Google is committed to a leadership position in online advertising technology and we continue to explore
new technologies in every aspect of targeting, delivery and display.
In other words, it won’t be long before Google combines the contextual relevance of AdSense text links with more brand-driven, rich
media ad units. And that means they start becoming a major ad serving service in the vein of Doubleclick and its kin. Perhaps Google
simply buys DCLK, which Safa recently claimed is undervalued. It could make a lot of sense…if Yahoo/Overture doesn’t get there first. I’m
not a stock picker, nor a seer, so don’t hold me to this. Just noting an interesting trend.
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Yes, they'd have to do that, and further, they'd have to really dig into the advertising *service*
business, really taking care of clients (positioning, creative services, research...the whole bag of tricks).
This is not simple stuff, as AOL found out in the past two years. But it's exciting nonetheless, as it will
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make advertising - in all its forms - far more relevant. I hope they do it.
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I hope, for Google's sake, that if they start offering rich media ads, they at least give the AdSense
users the option to not display them. A lot of what's attractive about AdSense to many site owners is
that the ads are highly unobtrusive. Once you have a flashing banner, that feature is gone.
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Home

Publishers

Advertisers/Agencies

Networks

Insights

Welcome to DoubleClick
The Ad Exchange, Evolved
Brand Activate initiative

Powering digital
advertising
globally

Publisher trends
DoubleClick is the ad technology foundation

DoubleClick Live Stream 2014

to create, transact, and manage digital
advertising for the world's buyers, creators
and sellers.

Publishers

Total revenue management
DoubleClick offers publishers a complete ad revenue engine, helping
publishers streamline operations and capture the most value for every
impression.
Learn more

Advertisers/Agencies

Complete campaign workflow
Advertisers and agencies strengthen and simplify even the most complex
online campaigns using our digital ad management platform.
Learn more

Networks

The global ad market
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DoubleClick

DoubleClick Ad Exchange is a real-time digital ad marketplace that
connects publishers with agencies, ad networks and third-party technology
providers.
Learn more

Latest news
Thursday, 6/27: Hang out with Liz Schimel, EVP & CDO, Meredith Corporation

From the DoubleClick Advertisers Blog and the DoubleClick Publishers Blog

In the press
New York Times: Google Remixes Old Campaigns, Adding a Dash of Digital Tools. Read more

MediaPost: DoubleClick Metrics Give Publishers Trending Data. Read more
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Admeld
Display Ads
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